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In The United states patent And Trademark office 

Applicanl(s): Brian K. HollowcU et al. 

Title: SYSTEM AND METHOD FOR SIMPLE UIHIFIED MESSAGING 

App, No.: 1 0/71 4,585 Hied: November 1 4, 2003 

Examiner: Ovidio Escalante Group Art Unit: 2645 

Customer No.: 60533 Confirmation No.: 1674 

Any, Dkl. No.: 1033-MS1008 

Mail Stop AF ' ~ 

Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 

REMARKS IN SUPPORT OF 
THE PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Dear Sir: 

In response to the Final Office Action mailed January 1 1 , 2006 (hereinafter, ''the Final 
Office Action''), Applicants respectfully request review and reconsideration of the Application in 
view of the following issues. 

i. The Asserted Combination of fvcrskoy and Alexis Fails to Disclose or Suggest At 
Least One Element of Each of the Claims 1-4, 6- J 9, 21-27, 29 and 30. 

Applicants tniversc the rejection of claim 1 -4, 6-19, 21-27, 29 and 30 under 35 U.S.C. 
§103(a) over U.S. Patent No, 6,341,160 ("Tverskoy") in view of U.S. Patent Publication No. 
2004/0072544 ("Alexis'^- 

Tverskoy and Alexis fail to disclose or suggest the particular ct)mbination of features 
recited by the claims of the above-identified application. Claim 1 recites a Voice over Internet 
Protocol call. Claim 1 1 recites a Voice over Internet Protocol engine communicatively coupled 
to the network interface. Claims 21 and 29 recite that the incoming telephone call comprises a 
Voice over Internet Protocol call. 

Page 1 of 4 u s. App. No.: IW68,<«7 
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At page 3, the Office Action acknowledges lhat Tverskoy fails to disclose or suggesjt that 
the incoming call comprises a Voice over Internet Protocol call. See Final Office Action^ p. 3, 
paragraph 5. The OflRce Action asserts that Alexis discloses this feature at paragraphs 0045 and 
005L 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there mxist be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of succcss. 
Finally, the prior art reference (or references when combined) must leach or suggest all the claim 
limitations. M.P.EP. §2143. The teaching or suggestion to make the claimed combination and 
the reasonable cxpeciation of success must both be tbund in the prior art, not m applicant's 
disclosure. Tn re Vacck, 947 F.2d 488, 20 USPQ2cl 1438 (Fed. Cir. 1991). 

The cited references fail to provide a motivation for making the asserted combination. 
Tverskoy is directed to an answering machine for Uansmitting messages to a rernotely accessible 
user account. See Tverskoy^ Abstract. The answering macliine of Tverskoy includes a memory 
to stons a voice message from a caller and a control system to store information associated with a 
user account and to transmit an electronic mail message including the voice message. See 
Tverskoy, Abstract. By contrast, Alexis is directed to a communication dcvict? for hosting land- 
line, wireless and Internet telephone calls. See Alexis, Abstract. Alexis discloses that ihe 
communications device allows a wireless call to be placed on hold to answer an incoming call on 
the landline. See Alexis, AbstracU 

Alexis states: 

To implement text/voice messaging in the context of the systems described 
herein, a software "plug-in" or "add-on" is provided for the instant messaging client 
that runs locally on the user's personal computer or similar device. The user turns on 
a switch within the software to allow instant messages to be sent to his/her home 
telephone In the event the user is away from the personal computer. 

See Alexis, page 15, paragraph 01 66. Thus, Alexis discloses that voice messaging is 
implemented as instant messaging via a software messaging client that runs locally on the user's 
device. See Alexis, p. 15. paragraph 0166. 

Page 2 of 4 u.s.App.No io/7i4,585 
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The Final OfiBce Action asserts tlial il would have been obvious to one of ordinary skill in 
the art at the time ihe invention was made to modify Tverskoy by providing Voice over Jntemet 
Protocol (VoIP) calb as taught by Alexis "so that the cost for the call can be lowered when 
compared with conventional telephone calls/' See Final Office AaUon, p. 4, paragraph 5. 
However, Applicants note that Tverskoy is directed to an answering machine, not to lowering 
costs of telephone calls. Sue Tverskoy, Abstract. Hie suggested motivation provided by the 
Final Office Action is not supported by either reference. 

Moreover, the instajit messaging system of Alexis is technically inconsistent with the 
email and attached voiccmails of Tverskoy. A person of ordinary skill in the art would not be 
motivated to look to the instant message client of Alexis to modify the answering muchinc of 
Tverskoy. Rather, such a combination would destroy the time-shifting flmctionality of 
Tverskoy. In particular, the real-time forwarding of instant messages to the user via the 
conmiunication device of Alexis requires both users to be available at die time of the 
transmission. By contrast, Tverskoy rtscords and sends a voiccmail to the user, precisely because 
the user is noL available to answer a call at that moment. The cited references fail to provide a 
suggestion or motivation to make the asserted combination. Therefore, the asserted combination 
of the instant messaging system of Alexis with the answering machine ofTverskoy is an 
impermissible hindsight reconstruction based on the present application. Accordingly, the 
Examiner has failed to meet his burden or to provide any basis to support a prima facie case of 
obviousness, and the rejection ordauns 1-4, 6-1 9, 21-27, 29 and 30 over Tverskoy and Alexis 
should he withdrawn. 

The Final OfQce Action acknowledges that it would not have been obvious in h*ght of 
Alexis to combine a VoIP fcatiue to the answering machine ofTverskoy. See Final Office 
Action, p, 1 0, paragraph 6. Nevertheless, the Final Office Action maintains the rejection, stating 
that the call as defined in the claims is from a calling party and that "the answering machine of 
Tverskoy is not modified in any way widi the VoIP feature." See Final Office Action^ p. 1 0, 
paragraph 6. 

The Final OfiBce Action is inconsistent in its stated basis for making the asserted 
combination, by first insisting that the combination ofTverskoy and Alexis would have been 

Page 3 of 4 U.S. App. No.: 1<V7!4,5K5 
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obvious at page 4, and ihen acknowledging that the combination would not have been obvious at 
page 10. The cited combination of Tvcrskoy and Alexis would not havt? been obvious because 
the teachings of Tverskoy and Alexis arc technically inconsistent. 

Moreover, though the Final Office AcLi(.)n asserts that adding VoIP features to the 
answering machine ol'Tverskoy does not modiCy the answering machine, the assertion is 
inherently contradictory. In particular, the VoIP feature c annot be added to the answering 
"i^^^inc without modifying the answering machine, since Tverskoy fails to disclose or suggest 
such a feature. Consequently, the Final Office Action fails to establish a prima facie case of 
obviousness. 

CONCLUSION 

Applicants have pointed out specific features of the claims not disclosed, suggested, or 
rendered obvious by the references applied in the Office Action. Accordingly, Applicants 
respectftilly request reconsideration and withdrawal of each of the objections and rejections, as 
well as an indication of the allowability of each of the pending claims. 

The Commissioner is hereby authorized to charge any fees, which may be required, or 
credit any oveipaymcni, to Deposit Account Number .50-2469. 



Respectfully submitted. 



i'^O- ^^^^ _ 



Jeffrey G. Tolcr, Reg. No. 38,342 
Attorney for Applicant(s) 
lOLER SCHAFFER, L.L.P. 
5000 Plaza On The Lake, Suite 265 
Austin, i exas 78746 
(512) 327-5515 (phone) 
(512) 306-8545 (fax) 
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